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1. A Notice of Opposition dated 09.09.2004 have been filed for the European patent Nr.
1 228 451 B1 (date of publication and mention of the grant of the patent on
10.12.2003 in the Bulletin 2003/50) by the Opponent,

Statskontoret
Box 2280
103 17 Danderyd (SE),

who requested the revocation of the granted patent in its entirety based on Articles
100(a) and (b) EPC for the reasons that:

- the subject-matter of claims 1 to 10 of the opposed patent is neither novel nor
involves an inventive step in the sense of the Articles 52(1), 54 and 56 EPC,

- the opposed patent does not regard a patentable invention in the sense of Article
52(1) EPC, but being excluded from patentability as relating to a method for
performing a mental act in the sense of Article 52(2)(c) EPC, and for the reason that,
- the opposed patent does not disclose the invention in a manner sufficiently clear
and complete for it to be carried out by a person skilled in the art and, thus, does not
meet the requirements of Article 83 EPC.

2. The Notice of Opposition is admissible as it meets all requirements set forth by both
Articles 99(1) and 100 EPC as well as the requirements set forth by Rules 1(1) and
55 EPC.

3. Insupport of his argumentation concerning the grounds for opposition, the Opponent
makes references to the following documents (D1/D2/D3), which numbering will be
adhered to in the rest of the opposition procedure. Of the aforementioned
documents, document D1 regards an alleged prior art document newly introduced by
the Opponent, whereby D2 was referred to during the preceding examination
procedure (though as D1):

D1: "Spridnings- och HamtningsSystem SHS Hewlett-Packard Sverige AB Ramavtal
nr. 6425/99" Dnr 118/98-3, Bilaga 6 Specifikation av Produkter
[Document in the Swedish language of which no translation has yet been filed
into an official EPO language],
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D2:

D3:

A. DAYAOQO ET AL: "SuperForms, A Security-Enhanced Smart Electronic Form
Management System", IEEE Global Telecommunications Conference &
Exhibition, "Communications: Gonnecting the future", GLOBECOM '90, 2-5 Dec.
1990, pages 1079-1082, vol. 2, SAN DIEGO, US, and

Letter of reply by the Proprietor of the opposed patent dated 09.12.2002 from
the preceding examination procedure.

4. The opposed patent comprises two independent claims directed to a system
accessing, processing and transmitting data files (granted claim 1) and to a method
(granted claim 7), which essentially corresponds to the system defined in granted
claim 1.

In the Notice of Opposition, the granted independent claim 1 has been partitioned
into the following features, the labelling of which will be adhered to in the rest of the
procedure. Granted claim 1 defines:

1a)
1b)
1c)
1d)
1e)
1f)
1i)
1))
1k)

11)

EPO Form 2906 01.91CSX

A system for accessing, processing and transmitting data files comprising:

a server (400);

a network (200);

a data base system (100) and

a transaction traction system connected to the network,

at least one local processing system (300) independently connected to the
network, and,

at least one recipient system (500) connected to the network,

the data base system (100) forming means for storing a plurality of data files
(102),

each comprising a form,

the data base system (100) forming means for transferring the data files (102)
via the network to the local processing system;

each local processing system (300) forming means for addressing the data base
system, for downloading via the network at least one user selected data file
stored in the data base system,

for registering user-entered changes to the downloaded data file, and
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1m) for transferring the changed data file as a submitted data file via the network;

1n) the server forming means for receiving each submitted data file via the network,

10) and for transferring each submitted data file to a recipient with which the
submitted data file is associated

characterized in

1p) that said network (200) is a general-purpose, wide-area network

1q) that said data base system (100) forms an independent system connected to
the network

1r) that said transaction tracking system is implemented in said server (400),
operating as a notary server (400)

18) which forms an independent system connected to said network

1t) that said at least one recipient system (500) is independently connected to said
network

1u) that each form (102) is in a substantially arbitrary but predetermined format that
may differ from the format of other forms in the data base system (100)

1v) that each form (102) includes an identifier that associates it with its proper
recipient system, and

1w) that each submitted data file is transferred by means of said notary server (400)
fo the recipient server (500) with which it is associated.

5. The Opponent, in his Notice of Opposition, provided an argumentation aiming to
show a lack of novelty and a lack of inventive step of the subject-matter of the
granted independent claim 1 in view document D1 and a lack of inventive step in view
of document D2, thus, said argumentation also being representative for the subject-
matter of granted independent claim 7.

Additionally, the Opponent in his Notice of Opposition submitted that the opposed
patent does not regard a patentable invention in the sense of Article 52(1) EPC,
whereby he provided an argumentation aiming at showing that the subject-matter of
the granted independent claims does not regard a 'technical solution', thus, being
excluded from patentability as merely regarding a method for performing a mental act
in the sense of Article 52(2)(c) EPC.

Yet more, the Opponent in his Notice of Opposition provided an argumentation with
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the intention to show that the interpretation of the terms 'independent' and
'independent system', as being referred to in the granted independent claim 1
(features 1q,1s,1t), to the skilled person are neither clear in themselves nor does the
granted patent as a whole in an unambiguous manner indicate how said terms are to
be interpreted, wherefore the Opponent submitted that the opposed patent does not
disclose the invention in a manner sufficiently clear and complete for it to be carried
out by a person skilled in the art and, thus, not meeting the requirements of Article 83
EPC.

To this end, the Opponent also submits that the features of granted dependent claim
10 taken in combination with the features defined in granted independent claim 1 are
not sufficiently clear, in which context he also submits that certain features of the
granted claims are 'superfluous'.

With his Notice of Opposition, the Opponent filed a request for Oral Proceedings
before the Opposition Division under Article 116(1) EPC.

6.  With his letter dated 15.02.2005 the Proprietor of the opposed patent (subsequently
referred to as 'Opponent’) requested the rejection of the Opposition in its entirety and
the maintenance of the patent as granted.

In his letter dated 15.02.2005, the Proprietor first rejected the Opponent's submission
that the invention defined by the granted patent being excluded from patentability
under Rule 52(2)(c) EPC for the reason that the argumentation to this end by the
Opponent is not understandable and as being unfounded, thereby also submitting
that the invention as claimed indeed has a technical character following to the
technical features defined in the granted independent claims 1 and 7.

Subsequently, the Proprietor refuted the submission by the Opponent that the
granted patent does not meet the requirements of Article 83 EPC/Article 100(b) EPC
stating that the patent must disclose the invention in a manner sufficiently clear and
complete for it to be carried out by a person skilled in the art. To this end, the
Proprietor not only submits that the interpretation of the terms 'independent' and
'independent system’, in the context of the granted patent, is clear to the skilled
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person, but also that the various implementation possibilities of said terms within the
scope of the granted independent claims indeed renders the invention particularly
advantageous.

Furthermore, in his reply dated 15.02.2005, while first contesting the document D1 as
belonging to the state of the art in the sense of Articles 54 (1) and (2) EPC, the
Proprietor provides a detailed analyses of the subject-matter of the granted
independent claim 1 vis-a-vis the teaching of D2, thereby submitting that the subject-
matter of granted claim 1 and, consequently also that of granted claim 7, is both
novel and involves an inventive step in the sense of Articles 52(1), 54 and 56 EPC
over D1. Additionally, he refutes the Opponent's argumentation concerning that the
subject-matter of the granted claims 1/7 lacks an inventive step vis-a-vis D2 by
merely referring to his own argumentation provided in D3.

With his letter dated 15.02.2005, the Proprietor filed a request for Oral Proceedings
before the Opposition Division under Article 116(1) EPC.

7. Preliminary opinion of the Opposition Division:

The Opposition Division is of the preliminary opinion that the granted patent must be
revoked for the reason that the granted patent does not meet the requirements of
Articles 52(1) and 56 EPC concerning inventive step as the subject-matter of the
granted independent claims 1 and 7 is rendered obvious by the disclosure of D2. The
details reasons being given in the following:

8.  Concerning non-patentable matter, Article 52(2)(c) EPC:

With respect to the Opponent's submission to the effect that the invention is being
excluded from patentability as regarding a method for performing a mental act in the
sense of Article 52(2)(c) EPC, the Opponent apparently basis his argumentation, on
the one hand, on the submission that the system and method defined in granted
claims 1 and 7 regards mental acts as merely describing 'a flow of information
between different co-acting units', thus, not having a 'technical nature' and, on the
other hand, by submitting that the claimed features are 'well known' and that 'none of
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them [the claimed features] contributes to the state of the art in any way'.

To this end, as to the issue of whether the claimed features are known in the state of
the art or not, the Opposition Division notes that this is not a consideration when
assessing whether the invention is excluded from patentability in the sense of Rule
52(2)(c) EPC, but the issue of whether the claimed features are known in the art or
not is, obviously, only relevant when assessing the compliance with Articles 52(1) in
combination with Article 54 EPC concerning novelty.

Secondly, it is obvious that system defined in granted claim 1 comprising a server,
network, data base system etc. has a technical nature as it produces the technical
effect of exchanging information by means of tranferring data files representing forms
between the different units connected to the network. It follows that the system
defined in granted claim 1 does specifically not represent a mere mental act and,
thus, does not fall under the exceptions form patentability listed in Article 52(2)(c)
EPC.

As the subject-matter of granted claim 7 corresponds to the subject-matter of claim 1
and, thus, achieves the same technical effect as that achieved by the apparatus
defined in claim 1, also not claim 7 is excluded from patentability under Article
52(2)(c) EPC. This being supported also by the fact that it would be inappropriate to
threat two independent claims having a corresponding subject-matter differently with
respect to Article 52(2) EPC merely because these pertain to different categories.

It should be pointed out that it has also been established by EPO case law (see
Decision of Board of Appeal T258/03) that the assessment of a technical character of
an invention shall be an assessment on the claimed features as a whole rather than
by analysing individual features. In line with said BoA decision, which also concludes
that the existence of a single non-technical feature in claim does not deprive the
claim of a technical character (assuming that the claim also defines technical
features) and that the prior art should not be taken into consideration when assessing
whether an invention has a technical character or not. Thus, supporting the
assessment by the Opposition Division concerning patentability of granted invention
above.
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by the opposed patent does not fall under the exclusions for patentability as listed
under Article 52(2)(c) EPC. wherefore an opposition ground under Article 52(2)(c)

EPC does not exist.

9. Concerning Article 83 EPC:

9.1. With reference to the Opponent's submission on page 4 of his letter dated
09.09.2004 ( 'General discussion regarding features 1g,1s and 1t'), that the terms
'independent’ and 'independent system' are not sufficiently clear in the sense of
Article 83 EPC, said submission is refuted by the Opposition Division as unfounded.
Contrary to what is submitted by the Opponent, the term "independent system" has a
clear and unambiguous general technical meaning to the skilled person, namely, a
system, or a component - possibly software based, which fulfills a specific task or
function without depending on other systems, or components, for the fulfiiment of that
particular task. In the context of the contested patent, it is evident that said term
"independent system" is specifically used in relation to independent software-based
components in the form of a notary server, a data base system and one or more local
processing systems connected to a wide-area network, whereby the actual physical
division of said independent components into actual physical entities is of
subordinated significance to the technical solution as such.

Although the disclosure by the granted patent may or may not indicate or suggest a
specific physical/logical division of the aforementioned independent systems (notary
server data base system, local processing systems) into one or more entities, it
remains clear to the skilled person that the invention in fact may be implemented in a
variety of ways, for instance regarding different physical divisions of the claimed
software-based components depending on the actual environment in which the
invention is to be used, whereby the skilled person would also have no difficulties in
putting the invention into practice using such different physical divisions of the
software-based components.

The aforementioned ability of implementing the invention in a variety ways, which are
obvious to the skilled person, does not hinder the skilled person from carrying out the
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invention, but is rather to be seen as an advantage provided by the invention.

To this end, it is important to note that as long as the patent indicates one possible
implementation of the invention, for instance by directly adopting the physical division
of the software-based components as suggested by the block diagram of figure 1, the
invention is to be considered as being sufficiently clear and complete to be carried
out by a person skilled in the art.

As to the submission by the Opponent that it is not clear whether the term
"independent" in feature 1s) refers to the transaction tracking system or to the notary
server, this objection actually regards a clarity issue, Article 84 EPC, which is not a
ground for opposition. Nevertheless, the Opposition Division notes that the single
logical interpretation, when considering the complete wording of said feature, is that
the notary server is being referred to.

Accordingly. the Opposition Division is of the firm opinion that the use of said terms

'independent’ and "independent system" in granted claim 1 does not violate Article 83
EPC, wherefore an opposition ground as set out in Article 100(b) EPC does not exist.

9.2. The Opponent's submission on page 5 of his letter dated 09.09.2004 ( 'General
discussion regarding features 10,1w,10a,10b and 10c¢') that the features of claim 1
and claim 10 are contradictive such that the invention allegedly not being sufficiently
clear is refuted by the Opposition Division as unfounded.

To this end, it is first noted that dependent claim 10, contrary to what is submitted by
the Opponent, is not dependent on claim 1, which relates to a different claim
category, but claim 10 is rather dependent on claim 7 (see the Guidelines for
Examination in the EPQO, C.Ill, 3.7a). Accordingly, the whole argumentation provided
by the Opponent concerning the features 10,1w and 10a-c as not being sufficiently
clear and complete is considered irrelevant.

Furthermore, as claim 10 regards a dependent claim, it merely defines a preferred

embodiment of the invention as defined in the corresponding independent claim 7,
namely, the additional inclusion of a data base request in the submitted data file of
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claim 7, which, thus, neither contradicts nor render unclear the subject-matter of
claim 7 on which claim 10 depends, nor do the features 10a-c of claim 10 contradict
or render unclear the features 10 or 1w of independent claim 1.

Accordingly, neither the features 10 and 1w of independent claim 1 nor the features
10a-c of independent claim 10, neither taken alone or in combination with one
another, hinder the skilled person from carrying out the invention. The features
10.1w.10a,1b and 10c, thus, are not in violation of Article 83 EPC, wherefore an

opposition ground as set out in Article 100(b) EPC does not exist.

9.3. With reference to the Opponent's submission on pages 6-7 of his letter dated
09.09.2004 ( 'General discussion regarding features 2a,3a,4a and 4b'/ 'General
discussion regarding features 10a,10b and 10c') that certain features of the granted
claims are 'superfluous' is entirely refuted by the Opposition Division as being
irrelevant.

To this end, it is noted that the granted claims 2, 3, 4 and 10 are all dependent
claims, thereby, by definition, merely directed to define preferred embodiments of the
invention. Accordingly, any argumentation by the Opponent directed to the issue of
whether the technical features therein are superfluous or not in view of the existing
prior art is fully discarded as being irrelevant as the EPC does not provide any basis
for raising such an objection. It is at the full discretion of the applicant alone to decide
what technical features he wishes to include in a dependent claim in order to define
any for him desirable preferred embodiment. This, of course, as long as the features
therein are not in violation of any EPC requirement.

Thus, the argumentation concerning 'superfluous' features in the granted claims 2. 3.
4 and 10 does not form a ground for opposition as set out in Articles 100 (a)-(c) EPC.

10. Concerning lack of novelty/inventive step vis-a-vis D1, Articles 52(1) and 54 EPC:
D1 cannot be taken into consideration as part of the state of the art in the sense of

Article 54(2) EPC (see the Guidelines for Examination in the EPO, Chapter IV, 5.1 for
a general interpretation and Chapter V, 3 for an interpretation of the Article 54(2)
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EPC relating to the Opposition procedure) as no convincing evidence has been
produced by the Opponent showing that the document D1 was made available to the
public prior to or on the priority date (05.11.1999) of the contested patent.

On the contrary, from the Swedish language naming of said document D1, namely
"RAMAVTAL", which translates into the English term "general agreement”, together
with the statements made in sections 4, 4.1 and 4.2 of the same document, it is clear
that said document regards an internal product purchasing agreement between
"Statskontoret", a Swedish governmental Agency, and the company Hewlett-Packard
Sverige AB. A like purchasing agreement is typically not made available to the
general public, but is indeed normally kept as an internal document with the
purchaser and the vendor.

Unless the Opponent can produce such evidence unambiguously showing that said
document D1 was indeed made available to the public prior to or on the priority date
of the contested patent, said document will not be allowed in the course of these
Opposition Proceedings.

As a consequence to the fact that D1 is not considered to form part of the state of the
art, the Opponent's argumentation in order to show that granted claim 1 lacks novelty
in view of the disclosure of D1 is dismissed as unfounded. For the same reason, also
the argumentation provided by the Opponent based on a combination of the
teachings D1 and D2 in order to show that granted claim 1 lacks an inventive in the
sense of Article 52(1) and 56 EPC is dismissed as unfounded.

Nevertheless, should the Opponent be able to provide evidence that said document
D1 was made available to the public on or prior to the priority date of the contested
patent, he is informed that it is the preliminary view of the Opposition Division that the
analysis by the Proprietor in sections 4.6 - 4.14 of his letter dated 15.02.2005
concerning the features distinguishing claim 1 from the teaching of D1 is essentially
correct, wherefore it is the preliminary opinion of the Opposition Division that claim 1,
contrary to the submission by the Opponent on page 7-9 of his letter dated
09.09.2004, is novel over the disclosure of D1.

EPO Form 2906 01.91CSX






	2005-06-07 Annex to the communication - Opposition
	2005-06-07 Preparation for oral proceedings
	2005-06-07 Summons to attend oral proceedings (Site = Erhardtstrasse 27)
	2005-06-07 Summons to attend oral proceedings (Site = Erhardtstrasse 27)
	2005-05-25 Brief communication with time limit
	2005-02-22 Brief communication - Opposition proceedings
	2005-02-17 Reply of the patent proprietor to the notice(s) of opposition
	2005-02-15 Reply of the patent proprietor to the notice(s) of opposition

